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Hayward Byros. Ld. v. Pealall.

Ix THE HicH COURT or JUSTIGE.&-CBA&;}ERY Di1vVISION,
Bafors MR, JUSTICE EVE,
November 10th, 1808,
HAYwARD BROS, LD, v, PEARALL,

5 Trade Mark—Action for infringement and for passing off-—Motion for
interlocutory infunction.—Concurrent right set up by Defendant,—Injunction

granted,

In and prior lo 1905 « firmm of P. H, and Cv, were selling pickles which they

called © Royal Masonic Pickles” under a certain label,  This firm was dissolved

10 and G. bought their stock-in-trade and labels, and H. enlered his employ. During

the lerm of his employment G., trading as D, and H., vegistered the Trade Mark

sued on. It contained the words © Musonic Pickle,)’ and in wse the word * Royal®

was prefized ; in several other respects it resembled the label previously used by

P H, & Co. H. lefi the employment of G., and commenced to male pickles and

15 sell them under the name of “ Royal Masonic Pickle)’ and wnder the label

complained of,  The assignees of (.'s goudwill and vegistered Trade Mark com-

menced an action for infringement of the Trade Mark and for passing off

against a person who was selling H.'s pickles, and moved for an interlocutory

infunction, The Defendant contended that the regisiration of the Trade Mark

20 was not valid, and that, even if it were, he, claiming under H., had @ concusr-

rent right, as H.'s right to use the orviginal label revived on the lerminalion of

his engagement with G., and H. had a right to be registered jointly with the
Plaintiffs.

Held, that the objections to the vegistration were matters which could not be
decided on and could not avail as o defence to the Motion; and that, even
assuming that H. had a right fo concurrent vegistration of the original
label and to use it, he wns not using that label, but had adopted o label which
was an infringement of the Plaintiffs’ registered label, and thai the Plaintiffs
were not precluded from succeeding by delay,  An inlerloculory infunclion was

30 granted,

On the 16th of December 1907 Harry Dudley Greeniwood, trading as Dudiey

and Hambrook, registered in Class 42 in respect of pickles under No, 298,837 3
|+
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[+ ]
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Trade Mark, a repregentation of which is given below. This Trade Mark was
nged ag a label of approximately the same size as the labels set out helow, and
with the word * Royal ” placed above the words “ Masonic Pickle.”

NS ONIRTCKUE

Vo PEELIHIALR, LENDER, S.E. )

On the 2nd of October 1908 Hayward Bros. Ld., who were then the registered
proprietors of the Trade Mark, commenced an action against Arthwr George b
Peakall claiming an injunction to restrain the Defendant, his servanis and agents,
from wrongfully imitating the Plaintiffs’ registered Trade Mark No. 298,387
used by the Plaintiffs in respect of a pickle manufactured and sold by the

Plaintiffs and known as “ Masonic Pickle,” or from passing off pickles not
mannfactured by the - Plaintiffs ns the Plaintiffs’ pickles by using botiles and 10
labels in connegtion with the gale thereof having such resemblance to those of
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the Plaintiffs as to be calculated to deceive; and for an account of profits,
damages, and costs.

The Plaintiffs gave notice of Motion for an interlocutory injunction iu the
terms of the Writ,

5 A representation of the Defendant’s label {hereinafter referred to as F.T.H. 4},

complained of by the Plaintiffs, is given at the bottom of page 90.

It appeared from the evidence that in 1902 two persons named Perrind and
Hambrook started_to manufacture pickle which they sold as *“Koyal Masonic
“ Pickle " underpallabel, a representation of which is given below. This firm

};LONDONsE?

10 got into financial difficulties and was dissolved, and the stock-in-trade and
Iabels were sold partly by agreement and partly by the trusiee under a Deed of
assignment for creditors dated the 13th of October 1905, The Plaintiffs clalined
as the successors of Harry Dudley (Freenwood, who had purchaged at or about
September 30th 1905 trom Peryind and Hambrook the whole of their stoek and

15 plant, including their stock of the said pickles and of their labels. Huambrosk
entered the service of (reeniwood under an Agreement of the 30th of September
1905, which contained a clause that he should disclose all recipes in connection
with articles offered for sale. It wag whilst Hambrook was in Greeniwood's
employ that Greenwovod applied to register the said registered label, but there was

20 aconfiict of evidence us to the designing of the label, which is dealt with in the
judgment stated below, In December Y007 Greenwood determined the Agree.
ment with Hambireok, who subsequently entered into an afrangement with the
Defendant that the Defendsnt should sell all the pickles which Hambrook
should mannfacture, In the month of December 1907 the Defendant Peakall

2b purchased a portion of the stock of pickles of Dudley and Hambrook, together
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with, as the Defendant alleged, some of their labels. These were not the labels
complained of. The Plaintiffs claimed as assignees of the goodwill of Dudiey
and Hambrook and of the Trade Mark registered by them, and Gireenwood
deposed that he disclosed the recipes to them on the sale to them. Hambrook
alleged that the goodwill of and Trade Mark used by Perrini and Hambrook
did not pass to Greenwood nor the right to the recipe, and that Green wood was
only to have the use of the Trade Mark so long as Humbrook continued in his
employ., The facts are more fully dealt with in the judgment.

The Motion came on for hearing before Mr. Justice EVE on the 10th of
November 1908.

P. 0. Lawrence K.C. and Boome (instructed by Attenborough & Sons) appeared
for the Plaintiffs ; H. Fleicher Moulton (instructed by Stimpson, Palmer, and
Winder) appearved for the Defendant.

EVE J.—~Mr, Moulton, for the Defendant in this case, has put forward every
argument which, with his ingenuity and knowledge of this branch of the law,
he could have put forward ; but in my epinion the real issue, which I have to
determine upon this Motion, is a very simple one.

Dealing first with the last suggestion which has fallen from Mr. Mouiton, 1
think that if the Defendant had said that the bottles, which he was puiting on
the market and of which complaints were now made, were the Lottles which
were sold to him or were labelled with the labels which were sold to him at the
time when he acquired a portion of the stock and labels from Gresntwood, it
would have been quite impossible for me, npon an interlocutory Motion, to
restrain him from dealing with those bottles and those labels. They were sold
to him by Greenwood, the common predecessor of the Plaintiffs, and of the
Defendant, for the purposes of sale, and if he had in fact been selling them it
would have been quite impossible for me, at the instigation of other persons,
claiming also under Greenwood, to have restrained him from carrying out
that sale.

The Defendant has met the case quite fairly. What he puts forward is
thig +— I am entitled to have printed and to put upon the market labels such
“as the label the Plaintiffs now complain of—the label ‘F.T.H.4’” The
point between the Plaintiffs and the Defendant on the hearing of this motion
is—Aye or No, ought the Defendant to be restrained from selling pickles
with the label “FT.H.4" attached to the bottles until the ftrial of this
action,

The Plaintiffs have a registered Trade Mark, and the registrationds prime fucie

“evidence that the Trade Mark has been validly registered. Mr. Mouiton quite

frankly admitted that, if it were merely a case resting alone on the two marks, he
could not successfully contend thut the mark “ ¥.T.H. 4" is not an infringement
of the registered Trade Mark, but he said that it is not an infringement in respect
of which the Court ought to grant an injunction at this stage, first, because in
the course of the action there are elements connected with the registration and
the characteristics of the Plaintiffs’ Trade Mark, which will result probably in
the Register being rectified by it being struck off, or alternatively, if the
Plaintiffs’ mark is not struck off, the Defendant or the person throngh whom
the Defendant claimed, Mr. Hambrock, will, in the course of the proceedings,
be able to establish his right to have the mark in respect of which thig action is
brought registered jointly with the Plaintiffs’ Trade Mark.

In order to make good those two points, Mr. Moulion has indicated the matters
in connection with the registration and the characteristics of the Plaintiffs’ Trade
Mark, which he says aill result in a successful application to expunge it from
the Rogister. It seems to me that those are matters which must be dealt with
hereafter.. It iz not possible at this moment for me to hazard an opinion
as to whether any application to expunge from the Register would succeed or
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not. It is obvicusly a case where a great deal more of the facts will have to be
agcertained, and where the law will have to be considered with a larger expen-
diture of time than I am able to afford upon an interlocutery application for
the purpose of determining Liow far, if ab all, those arguments will prevail o
et the Plaintiffe’ Trade Mark struck off the Register.

But the second peint which he takes—the point as to the concurrent right of
the Defendant to have his mark registered—is a matter with which I must deal,
because, if he has shown a primdé facie case for that ii seems to me I ought not
to interfere by interlocutory injunction. : .

The facts upon which he bases that claim are these. He says quite rightly
that Perrini and Hambrook started to manufacture this compound in pariner-
ship in 1902, and that when they put it upon the market they attuched to the
bottles & label containing certainly a great many of the distinetive insignia
which are present in both the Plaintiffs’ label and the la bel of which complaint
is made, and he admits that wisfortune overtook the partnership, and that,
consgequent upon their being unable fo satisfy their creditors, the partnership
was dissolved, and that the stock-in-trade and the labels which were in hand
were s0ld, partly through agreement and partly to the trustee under a Deed of
asgignment which they entered into for the benefit of their creditors, and that
Heainlrook for a period had to take a sttuation with the purchaser, (Freemivood,
who, having aequired the stock-in-trade and the labels, made this further
bargain with Hambrook—that Hambrook should serve him for a period of
three years, and shonld disclose to him such recipes as were necessary in order
to enable him {Greenwood) to continue fo manufacture the pickles. All that
is common ground. Then differences in the evidence occur with regard to
what took place, when Heambrook was engiaged, as to the new label which
was to be used ; but, I think, reading the evidence ecarefully, that there
is no doubt about it, (Freenwood, with the assistance of Humibrook, did intro-
duce into the label, which had been theretofore used by the partuership of
Perring, Hambrook and Company, certain alterations which resulted in the
lubel which the Plaintiffs have since registered. I have no doubt in my own
mind that what Greenweod says is true—that the uctual designing was done by
somebody employed by him; bui I have also no doubt that there is truth in
what Hambrook says—that he was consulted, and that he assisted in the
elaboration of that label, and that the label was used by Greenwwood during
the time that Hamlrook was in his employ down to the sale of the business in
the beginning of the present year.

Shortly before the sale of the business the agreement between (Freenwood
and Hambrook came to an end ; Gfreenwood having the power to terminate on
notice in certain circumstances. Those cireumstances appear fo have arigen,
and he duly determined. Thereupon, Mr., Mouifon says, a right revived in
Hamlrovk to resume the user of the label, which he had used down to the-
time when the partnership with Perrini came to an end. I do not think that
that is so. I think that it is extremely doubtful whether Hambrook, as one’
of two liguidating partners who had purporied to assign all his interest and
property to a trustee for hin creditors, did retain, or could assume individnally
the right to the use of a label which had constituted a partnership property.
But I assume for the moment that that was so., Assuming in favour of Mr,
Moulion’s client that, when Hambirook ceased to serve (Frgentwood, there revived
in him a right to use the old label, or to resume the use of the old Iabel, he has
not done if. If he had done so0, I might have found some difficulty in dealing
with the matter on an interlocutory application. What did he do ? Instead of
resuming the label which Mr, Moulion suggests he had a right to resume the
use of, he employed a printer who copied slavishly withtwo exceptions the label,
which, putting it mogt in his favour, he had agsisted Greenwood in preparing
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in order to indicate the goods of Dudley und Hambrook. He has not exercised
or purporied to exercige the right which Mr. Mowlton cluims as having revived
to him or being atill vested in him at the termination of his engagement with
Greentwood. He has gone ount of his way, as it seems to me, to adopt, not the old
label, but the new label of his former employer. Tt is that, and that only, with
which I am coneerned npon thig Motion. It may be that in the action the defence
will proceed on lines which will show that, if Hembrook had any such right, that
right was sufficient to prevent the registration of the Plaintiffs’ label, but as
Hambrovk is not at this moment asserting that right, the Plaintiffs naturally
are not complaining of his having done it. What they are complainiug of ig
not that he is asserting a right, but that he has gone out of hiz way, under
eolour possibly of that right, to adopt and to use a label which, it is conceded,
coustitutes an infringement of the label registered by the Plaintiffs,

Under those circumstances, as it seems to me, the short issue which I have to
determine upon this Motion, treating the registration as primd facie evidence of
the validity of the registration, is—whether or not this label (F.T.H. 4} is one
of which the Plaintiffs, as owners of the registered label, may legitimately
complain, and the continuing user of which they have a right to stop. I have
no hesitation in coming to the decision, o decision it seemns to mo which is the
only one at which one can arrive looking at these two labels, that label F.T.H. 4
congtitutes an infringement. -

The Plaintiffs having established that, Mr, Mouléfon suggested, and put it again
very foreibly, that at this stage, after the user has gone on for some considerable
period, it would be unfair to the Defendant to interfere by an interlocutory
Order. It seems to me that there are several angwers to that. Inthe first place,
the registration of the label was only advertised in the mouth of May 1908.
The application was lodged on the 16th of December 1007, bub was apparently
not ready for determinztion until the month of May 1908, Ido not know
that that alone would be sufficient to entitle the Plaintiffs to relief npon an
interlocutory application, but there is this further fact which I cannos lose sight
of. The Plaintiffs were in this difficulty ; that there were on the market certain
labels which purchasers were entitled to use. Peahiall himself was a purchaser
of some of those labels. What the Plaintiffs had to find out was that pickles,
which were being put vpen the market as * Royal Masonie Fickles,” were
pickles labelled, not with labels purchaged by Peakall or anybody else from
(reenicood, but with Iabels of a new origin, and so it does not seem to me that
before the Defendant met this case by asserting his right, the Plaintiffs were in
a pogition to know that their rights were really being infringed by what was
taking place. I think that those circumstances combined go to this—that the
Plaintiffs have not been guilty of any lying by or standing by which has
induced the Defendant to alter his position, and under those circamstances
T do not think that I ought to make the mere fact that this user has been
going on for some considerable time a bar to their right to relief.

The form of Order which 1 propose to make is an Order as asked by;the
notice of Motion. It seems to me that that is directed: to the particular
infringement, But I propose to add to it, “and from pasging off pickles not
“ manufactured by the Plaintiffs as the Plaintiffs’ pickles, or using labels in
“ gonnection with the sale thereof having such resemblance to those of the
% Plaintiffs as to be calculated to deceive.” Istrike out the words “ bottles and
because T accept the Defendant’s statement that these bottles are common to
the trade, and that there is nothing unusual in the place and manner in which
the labels were attached to the bottles. :

Moullon.—My clients may congider that on this point they will have to go
further ? Would your Lordship, if they de, suspend the injunction over next
Metion day ?
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EVE J.—The only object of making an interlocutory Order is that it may Le
effective at once. I think that you will have no difficnlty. You will probably
get to the Conrt of Appeal ina few days. I do notthink that I ought to suspend
the Order,
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